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Qpi ni on by Bucher, Adm nistrative Tradenmark Judge:

An application has been filed by Structural Bioinformatics,

Inc. to register the mark shown bel ow

GeneNetX

for “consulting services in the field of bioinformatics and in
the use of conputer software and databases rel ating thereto.”IZI
The Tradermark Exami ning Attorney has refused registration

under Section 2(e)(1) of the Act, 15 U.S.C. 1052(e)(1), on the

! Application Serial No. 75/476,096, filed on April 28, 1998, based
upon an allegation of a bona fide intention to use the mark in
commerce in connection with the above identified services in Int. d.
42.
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ground that applicant’s mark is nerely descriptive of the
services recited in the application.

When the refusal was nade final, applicant appeal ed. Both
applicant and the Trademark Exam ning Attorney have filed
briefs. At applicant’s request, an oral hearing was held before
this Board.

W affirmthe refusal to register.

The Trademark Exam ning Attorney maintains that the term
“GeneNet X, ” when sounded out phonetically, is the word
“genetics,” and that despite the novel spelling of the word, it
is merely descriptive of applicant’s consulting services in the
field of bioinformatics.

On the other hand, applicant argues that its intention is
that both “Gene” and “Net” should be given their ordinary
enphasi s and be pronounced separately (i.e., “Gene”’-“Net”-“X"),
in which case the Trademark Examining Attorney is in error about
the pronunciation of this coined term Secondly, applicant
contends that the Trademark Exam ning Attorney has too easily
gl ossed over the differences between the fields of genetics and
bi oi nformati cs.

It is well settled that a termis considered to be nerely
descriptive of goods and/or services, within the neaning of

Section 2(e)(1) of the Trademark Act, if it imediately
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describes an ingredient, quality, characteristic or feature
thereof or if it directly conveys information regarding the
nature, function, purpose or use of the goods or services. See

In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-

18 (CCPA 1978). It is not necessary that a termdescribe all of
the characteristics, properties or functions of the goods or
services in order for it to be considered to be nerely
descriptive thereof; rather, it is sufficient if the term
describes a significant attribute or feature thereof. Moreover,
whether a termis nmerely descriptive is determned not in the
abstract but in relation to the very goods or services for which

registration is sought. 1In re Bright-Crest, Ltd., 204 USPQ 591

(TTAB 1979).

The first question before us is whether the term “Genetics”
is nerely descriptive in connection with applicant’s services.
We first turn to the evidence made of record by the Trademark
Exam ning Attorney to support her contention that the term
“genetics” is nerely descriptive of applicant’s consulting
servi ces.

The Trademark Exam ning Attorney has submitted a dictionary
definition of the word “genetics” as neaning “the branch of
science that deals with heredity, especially the nmechani sns of
hereditary transm ssion and the variation of inherited

characteristics anmong simlar or related organisns.” She has
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al so placed into the record a variety of excerpts fromthe
LEXI S/ NEXI S dat abase, of which the followi ng are representative:

Davi d Baker, an assistant professor of
bi ochem stry and bi oengi neering at the UW al so
is digging deeply into bioinformatics.

Baker and his colleagues are trying to take
genetic sequence information and, with
conput ati onal help, analyze it to try and predict
t he shapes and functions of various proteins....
(“21°" Century Marriage — Biology, Conputers,”
Seattle Post-Intelligencer, May 18, 1999, P. A-1)

... Researchers fromthe Southeast and Md-Atlantic
region will discuss the latest in the emerging
field of bioinformatics — the study of
guantitative genetics using advanced

mat hemati cal, statistical and conputati onal
analysis.... (“A Pure Sport,” The News and
bserver (Ral eigh, NC), February 17, 1999, p. B5)

Conpani es can al so use bioinformatics to anal yze
genetic data and pi npoi nt individuals who,
because of their genetic makeup, woul d benefit
froma new drug .... (“Bay State biotechs see
future growh in bioinformatics,” Boston Business
Journal, February 12, 1999, p. 1)

...As biologists worldw de use their skills to
create genetic roadmaps, called genones, students
of bioinformatics are learning to harvest that
information with the help of conputer prograns....
(“RPlI helps to bring genetic mapping into
conput er age,” The Tines Union, (Al bany, NY),

Sept enber 26, 1998, p. Bl)

In fact, when applicant states its position on this
question in sone detail, it corroborates the above, as foll ows:
Applicant agrees that the field of bioinformatics
(the relevant field for applicant’s services)

does include aspects in common with the field of
genetics, but it is the difference between the
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two fields which helps to refute the erroneous
concl usi ons drawn by the Exam ni ng Attorney.
Bioinformatics, the stated field for applicant’s
services, involves the use of conputers and
sophi sticated i nformati on processing techni ques
to extract information from gene and protein
structure, and utilize the information in the
desi gn and devel opnent of novel drugs, proteins
and ot her nol ecul ar structures.
(Applicant’s reply brief, p. 2).
As to the field of bioinformatics, the conmon strand
t hroughout applicant’s briefs and all of the NEXIS excerpts
contained in the record is the use of conputers to process |arge
anounts of biologically-derived information. Wile sone of the
quotations in the file use the term “bioinformatics” to describe
broadly any use of conputers to handl e biol ogical information,
many are used in a narrower sense to describe the use of
conputers to understand the nol ecul ar conmponents of |iving
t hi ngs, and especially genetic material.
Furthernore, these excerpts, like applicant’s recital of
services, all denonstrate that nmuch of the current
bi oinformatics work is concerned with the technol ogy of
dat abases. The best known of these databases invol ves “The

Human Genone Project,” a detailed map of human DNA. (“ Genone

research center gets new honme,” The Santa Fe New Mexi can, August

15, 1999, p. D1). The biologists and geneticists quoted in

t hese excerpts who tal k about “doing bioinformatics” are using
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conputers to store, retrieve, analyze or predict the conposition
or the structure of bionolecules, including genetic material.

Clearly, genetics and bioinformatics are closely rel ated
fields, and increasingly, are overlapping. Applicant concedes
that bioinformatics “does include aspects in common with the
field of genetics.” There are differences in that genetics is a
traditional life science while bioinformatics has married
advanced conputation to the |[ife sciences. However, under the
test for nmerely descriptive matter under the Lanham Act, we find
that in fact, the word “genetics” conveys information about one
of the primary purposes for the current inportance of, and
recent spectacular growh in, the field of bioinformatics.
Accordingly, we conclude that if the termin question were the
word “genetics,” undoubtedly it should be held nerely
descriptive of a primary purpose for the field of
bi oinformatics, and that |ogic extends to applicant’s
“consulting services” in this field.

Having found the term “genetics” nerely descriptive in this
context, we turn next to the question of whether, as argued by
the Trademark Exam ning Attorney, applicant’s alleged trademark,
“GeneNet X,” woul d be perceived by rel evant consuners as the term
“genetics”?

Whet her a novel spelling of a descriptive termis also

nerely descriptive depends upon whet her purchasers woul d
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perceive the different spelling as |largely the equival ent of the
descriptive term As Professor McCarthy notes, a “slight

m sspelling of a word will not generally turn a descriptive word
into a non-descriptive mark.” 2 T.J. MCarthy, MCarthy on

Trademarks and Unfair Conpetition, §11.31 (4'" Ed. 1998).

Nonet hel ess, applicant argues that the Trademark Exam ning
Attorney has taken liberties with its corrupted spelling:
The distinct syllables “Gene” and “Net” are not
pronounced “ge-net” or “genet,” as the [Trademark
Exam ni ng Attorney’s] argunent concl udes, but
i nstead are encouraged to be pronounced
separately and distinctly as “Gene” and “Net”
preci sely as applicant intends.
(Applicant’s reply brief, p. 2).
The predecessor to our primary reviewi ng Court had to face

this question under the terns of the Lanham Act on a nunber of

instances. See Andrew J. Mpartland, Inc. V. Mntgonery Ward &

Co., Inc., 76 USPQ 97 (CCPA 1947), cert. denied, 333 U S. 875,
77 USPQ 676 (S. Ct. 1948) ["“KW XTART,” phonetic spelling of
“quick start,” is descriptive of electric storage batteries];

and In re Hercules Fasteners, Inc., 203 F.2d 753, 97 USPQ 355

(CCPA 1953) [“FASTIE,” as phonetic spelling of “fast tie,”
connotes that which unites or joins quickly, and hence the
notation is descriptive of the function and character of tube
seal ing machines]. Qur own precedent denonstrates that a slight

m sspelling of a descriptive (or m sdescriptive) termis
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insufficient to avoid the proscription of Section 2(e)(1l), so
|l ong as the corrupted termis likely to be perceived by the
public as the equivalent of the descriptive term See Inr

Organi k Technol ogies Inc., 41 USPQ@d 1690 (TTAB 1997)

[ “ORGANI K, ” phonetic equival ent of word “organic,” is
m sdescriptive of applicant's cotton textiles and clothing]; In

re State Chem cal Manufacturing Co., 225 USPQ 687 (TTAB 1985)

[“FOM " equivalent to word “foam” is descriptive for foamrug

shanmpoo]; and Inre HUDD.L.E, 216 USPQ 358 (TTAB 1982)

[“TOOBS,” the phonetic equival ent of the word “tubes,” is a
descriptive nane that nmay be used for applicant’s bathroom and
kitchen fixtures in the formof curved tubes which serve as
hol ders and racks].

Granted that prior decisions are of limted value in
deci ding trademark issues such as this, conparing the all eged
mark, “GeneNetX,” with the word “genetics,” whether one focuses
on the visual or alleged phonetic differences, we find that the
corruption herein is no nore significant than wth rejected

ternms |i ke KW XTART/ qui ck start batteries,';| FASTIE/fast tie

2 For exanple, in Mpartland v. Mntgonmery Ward supra, if one
slowy and carefully articul ates each syllable of KWXTART, logically
breaking the two syllables between the letters “x” and “t,” the
pluralized sound (iks) of the first syllable of the asserted mark
(KW X or quicks) creates “quicks-tart.” |In effect, with the corrupted
spelling, the “s” sound has noved fromthe second syllable to the
first, producing a slightly different iks (or “x”) sound, and changi ng
the second syllable from®“start” to “tart.” |[If one analyzes the
phonenes invol ved, “quicks-tart” is arguably distinguishable as
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seal i ng machines,EI ORGANI K/ non-organi ¢ cotton fabrics, FOMfoam
carpet cleaner or TOOBS/ curved tube fixtures. W are wthout
any doubt that applicant’s mark “GeneNet X’ woul d be perceived by
the relevant public to be the equival ent of “genetics.”

As seen in the cases fromthe predecessor to our review ng
Court, cited supra, the corrupted spelling need not be
pronounced exactly the sane as the descriptive term In

%

ordi nary usage, the “jénen&t” of applicant’s clained mark wll

not be easily distinguished fromthe “jeen&t” of the descriptive
wor d, genetics.EI

And finally, in spite of the phonetic analysis above, it
has been repeatedly stated that “there is no correct

pronunci ation of a trademark.” In re Bel grade Shoe, 411 F.2d

1352, 162 USPQ 227 (CCPA 1969), and Yamaha | nternational Corp.

v. Stevenson, 196 USPQ 701 (TTAB 1977), and cases cited therein.

sounded out fromthe descriptive term “quick-start.” However, such a
fine difference did not stop the Court fromfinding QU XTART to be
descriptive of “quick-starting” batteries.

3 In Hercul es Fasteners supra, where the CCPA found FASTIE to be
descriptive for “fast tie” sealing nmachines, the Court’s decision was
not changed by the fact that normally one might find a strong, double
“T” sound at the confluence of these two syllables “fast” « “tie”.

4 Simlar to the strong, double “T" sound at the confluence of the
two syllables “fast”«“tie” (“FASTIE") in Hercules Fasteners supra, in
the instant case the nornal pronunciation of the first two syllable
herein (“Gene” and “Net”) would provide for a |ong, double “N' sound
at the confluence of these two syllables (jénenét).
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Next, applicant points out that its mark enphasizes the
word “Net,” with its alternative neaning readily picked out by
the conputer literate:

...any individuals or conpanies working in the
field of bioinformatics will be highly

know edgeabl e and conputer literate. To such

i ndi vidual s and conpani es, the rel evant consum ng
public, the novel spelling and presentation
inherent in applicant’s mark, and particularly
the enphasis in setting apart the term“Net” wll
be suggestive of the use of internet or conputer
services ...and involve “genes,” the |ead
conponent of the subject nark.

As to applicant’s argunent that the “Net” portion of the
mar k may have a connotation of the Internet, we find that such a
suggestion will not detract fromthe overwhel m ng inpression of
the mark as a whol e as being the phonetic equival ent of the word
“genetics,” even for those who are experts with conputers and
the Internet. Mreover, we agree with the position of the
Trademar k Exam ning Attorney that this m ght explain the origins
of the “Gene” and “Net” syllables of applicant’s mark, but there
is no suggestion in the file for what role the capitalized and
final letter “X’ plays in this mark,EI other than to create a
novel conbi nation having the phonetic equival ence of “genetics.”

Wth respect to the all eged sophistication of applicant’s

prospective purchasers, we acknow edge that despite the absence

s “The mark coul d properly (or phonetically) be pronounced as

‘Cene-Net-X (or ‘Cene-Net-Ten’ if the 'X were perceived as a Ronman
nunmeral)....” (Applicant’s brief, p. 2).
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of any evidence on this point, these services are likely to be
directed to fairly know edgeabl e persons. However, we concl ude
that the sophistication of purchasers herein does not help
applicant nmuch in this case. The fact is that this m sspelling,
when used in connection with the identified services, wll be
percei ved as “genetics” whether the purchasers are highly
educated or not. One could even argue that one know edgeabl e
about this field mght spot “genetics” even nore readily than

ot hers.

Finally, we should respond to applicant's argunent that the
concept of “fair-use” protects others doing consulting work in
the field of bioinformatics in their use of the descriptive word
“genetics.” Wiile that is undoubtedly true, that fact does not
absol ve this Board fromour responsibility to apply Section
2(e) (1) of the Lanham Act to the case before us. Furthernore,
under our trademark law, all of applicant’s conpetitors have
“the right to be free fromclains of exclusive right by others
and from harassnent based on such clains” against their use in
their businesses of |anguage which is accepted term nology in

that field. See State Chem cal Manufacturing, supra.

Decision: The refusal to register is affirmed.



